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DETAILED ACTION 

In response to the restriction requirement mailed on 05/12/08, the applicant has 
elected the Invention of Group 1 (claims 1-24) without traverse, and has 
withdrawn the non-elected claims 25-42 from prosecution, and thus claims 1-24 
are currently pending. 

Claim Rejections - 35 USC §101 

1 . 35 U.S.C. §101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-20 are rejected under 35 U.S.C. §101 because the claimed invention is 
directed to non-statutory subject matter. 

3. Based on Supreme Court precedent {Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) and recent Federal 
Circuit decisions, §101 process must (1) be tied to another statutory class (such as a 
particular apparatus) or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing (the Supreme Court recognized that this test is not 
necessarily fixed or permanent and may evolve with technological advances. Gottschalk 
v. Benson, 409 U.S. 63, 71 (1972)). 



4. If neither of these requirements is met by the claim(s), the method is not a patent 
eligible process under 35 U.S.C. §1 01 . 
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5. In this particular case, regarding the first test, in performing the steps of the 
claimed subject matter, there is no requirement that a machine be used, thus the claims 
are not considered sufficiently tied to another statutory class. Regarding the second 
test, since the claimed subject matter may be performed using only human intelligence, 
the steps do not sufficiently transform the underlying subject matter to be statutory. 
Thus, to qualify as a 101 statutory method, the claim should positively recite the other 
statutory class (the thing or product) to which it is tied. For example, a statutory method 
claim would be recited as follow: acquiring rights, via a computer network, in a first 
intellectual property asset from a seller on behalf of a patent investment entity. In this 
example, the method of acquiring rights is sufficiently tied to another statutory class, a 
computer network. The applicant needs to tie all the method steps recited in claims 1-20 
to another statutory class as set forth in the example supra. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 21 -24 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Claims 21-24 are directed to 
"system" but the body of the claims do not recite any structural limitations that 
constitute the claimed system. It appears that the steps recited in the claims are 
being performed by computer software. Thus, to overcome this rejection, the 
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applicant needs to add a computer readable medium or a machine-readable 
medium into the claims i.e., a computer readable medium having instructions to 
cause a patent investment entity/machine to manage an intellectual property 
grouping to generate income. 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1-24 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Pullman (US PUB NO.: 2003/0225653). 

Re claim 1 . Pullman discloses a method of utilizing an intellectual property 
grouping owned by a patent entity to generate income, comprising acquiring 
rights in a first intellectual property asset from a seller on behalf of a patent 
investment entity (see paras 0035), providing compensation to the seller in 
exchange for the first intellectual property asset (see paras 0035); granting less 



than all of the rights in the first intellectual property asset to the seller of the 
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intellectual property asset in exchange for a stream of payments (i.e., royalty 
streams, see paras 0036), wherein granting less than all of the rights in the first 
intellectual property asset creates residual rights in the first intellectual property 
asset; and utilizing the residual rights in the first intellectual property asset to 
generate income for the patent investment entity (see paras 0037) 
Re claim 2. Pullman further discloses the method of claim 1 , wherein providing 
compensation to the seller in exchange for the first intellectual property asset 
includes acquiring all substantial rights of value in the first intellectual property 
asset (see paras 0035) 

Re claim 3. Pullman further discloses the method of claim 1 , further including 
providing compensation to the seller in exchange for at least a second intellectual 
property asset and grouping residual rights from the second intellectual property 
asset with the residual rights in the first intellectual property asset (see paras 
0016). 

Re claim 4. Pullman further discloses the method of claim 1 , wherein providing 
compensation to the seller in exchange for the first intellectual property asset 
includes providing an interest in the patent investment entity (see paras 0017). 
Re claim 5. Pullman further discloses the method of claim 4, further including 
distributing the generated income based upon the interests in the patent 
investment entity (see paras 0038) 

Re claim 6. Pullman further discloses the method of claim 1 , wherein providing 
compensation to the seller in exchange for the first intellectual property asset 
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includes providing cash equivalent to the fair market value of the intellectual 
property asset (see paras 0038) 

Re claim 7. Pullman further discloses the method of claim 1 , further including 
analyzing the residual rights in the first intellectual property asset to identify a 
new intellectual property asset (see paras 0018). 

Re claim 8. Pullman further discloses the method of claim 1 , wherein the residual 

rights in the first intellectual property asset is grouped according to at least one 

common characteristic (SEE FIG.4 element 105). 

Re claim 9. Pullman further discloses the method of claim 7, wherein the 

common characteristic is a field of technology (see paras 0041) 

Re claim 1 0. Pullman further discloses the method of claim 1 , further including 

offering an equity interest in the patent investment entity to at least one third 

party (see paras 0038). 

Re claim 1 1 . Claim 1 1 recites similar limitations to claim 1 and thus rejected 
using the same art and rationale as in claim 1 . 

Re claim 12. Pullman further discloses the method of claim 1 1 , wherein providing 
compensation to the seller in exchange for the first and second intellectual 
property assets includes acquiring all substantial rights of value in the first and 
second intellectual property assets (see paras 0035) 

Re claim 1 3. Pullman further discloses the method of claim 1 1 , further including 
providing compensation to the seller in exchange for at least a third intellectual 
property asset and grouping residual rights from the third intellectual property 
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asset with the first and second residual rights (see paras 0016). 
Re claim 14. Pullman further discloses the method of claim 1 1 , wherein providing 
compensation to the at least one seller in exchange for the first and second 
intellectual property asset includes providing an interest in the patent investment 
entity to each seller (see paras 0017). 

Re claim 15. Pullman further discloses the method of claim 14, further including 
distributing the generated income based upon the interests in the patent 
investment entity (see paras 0038). 

Re claim 16. Pullman further discloses the method of claim 1 1 , wherein providing 
compensation to the seller in exchange for the first and second intellectual 
property assets includes providing cash equivalent to the fair market value of the 
first and second intellectual property assets (see paras 0038). 
Re claim 1 7. Pullman further discloses the method of claim 1 1 , further including 
analyzing the first and second residual rights in the first and second intellectual 
property asset to identify a new intellectual property asset (see paras 0018) 
Re claim 18. Pullman further discloses the method of claim 1 1 , wherein the first 
and second residual rights in the first and second intellectual property assets are 
grouped according to at least one common characteristic (SEE FIG.4 element 
105). 

Re claim 1 9. Pullman further discloses the method of claim 1 8, wherein the 

common characteristic is a field of technology (see paras 0041). 

Re claim 20. Pullman further discloses the method of claim 1 1 , further including 
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offering an equity interest in the patent investment entity to at least one third 
party (see paras 0038). 

Re claim 21 . Pullman further discloses a patent investment entity configured to 
manage an intellectual property grouping to generate income, comprising an 
intellectual property grouping, including at least one residual right in a first 
intellectual property asset (see paras 0035), the first intellectual property right 
created by a grant of less than all of the rights in the first intellectual property 
asset in exchange for a stream of payments (see paras 0036); at least one equity 
interest in the patent investment entity, the interest configured to represent an 
interest in income generated by the intellectual property grouping (see paras 
0038); and an income distribution system, the system configured to distribute 
income generated by the intellectual property grouping (see paras 0039). 
Re claim 22. Pullman further discloses the patent investment entity of claim 21 , 
wherein the intellectual property grouping further includes at least a residual right 
from a second intellectual property asset with the residual right in the first 
intellectual property asset (see paras 0018). 

Re claim 23. Pullman further discloses the patent investment entity of claim 21 , 
intellectual property grouping is created based on the exchange of at least one 
equity interest for the first intellectual property asset (see paras 0069). 
Re claim 24. Pullman further discloses the patent investment entity of claim 23, 
further including a distribution system configured to distribute the generated 
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income based upon the equity interests in the patent investment entity (see paras 
0038-0039). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to OJO O. OYEBISI whose telephone number is (571)272- 
8298. The examiner can normally be reached on 8:30A.M-5:30P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Dixon can be reached on (571)272-6803. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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